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Office Act/on Summary 



Application No. 
10/052,323 



Applicant(s) 




Joseph Woitach 



- Extensions of time may be available under the provisions of 37 CFR 1 1 ^fi /»i t 
mailing date of this communication. " i - 1 ^0 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from th« 

• If the period for reply specified above is less than thirt., t-^rw ^ . 

- F«lur. to repv wShin the set or extended period for repV wZ^^Vj.^rf^.^'^f'l frorn the mailing date of this coLurtcatipn 

- Any repV received by the Office later than three montli after tfl \^^Jl- " """"^ ABANDONED (35 U.S.C. ! 1 33). 
earned patent tern, adjustment. See 37 CFR 1 .704(b) communKiatioa even if timeV filed, may reduce any 

Status 

1)K Responsive to communication(s) filed on Sep 27. 2002 

2a) □ This action is FINAL ok\ tu- 

» rii^ML. 2b) M This action is non-final. 

3) 0 Since this application is In condition for allowance excent fnr fnr,r,=i ™ « 

4) K aaim(s) 




4a) Of the above, claim (s) 

5) n Claim(s)^ 

6) D Claim (s) 

7) D Claim (s) 



8)K Claims /-:?^ 
Application Papers 



■is/are pending In the application. 

is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected, 
is/are objected to. 



are subject to restriction and/or election requirement. 



9)n The specification is objected to by the Examiner. 



10)0 The drawing(s) filed on 



is/are a) □ accepted or bjD objected to by the Examiner. 



Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1 85(aT 

11 )□ The proposed drawing correction filed on i,. ^7 CFR i .85(a). 

app,o... „, ^ E.an,i„„. 

12)0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

a>u All b)U Some* c)n None of: 

1 . □ Certified copies of the priority documents have been received 

2. □ Certified copies of the priority documents have been received in Application No. 

see t e attached detailed Office action for a ,1st of the cltLdc^JJsnS received. ' 
.Tn rr °' ' under 35 U.S.C. § 119,e) 

1 5)D AcI'Th"'" °' ''"'"^^^ been received. ' 

' " ' ^'^'"^ » and/or 121. 

1 ) Q Notice of References Cited (PTO-892) r- 1 

51 n w * * ^ '-J Interview Summarv (PT0.413) Paper No(sl 

2) U Notice of Draftsperson s Patent Drawing Review (PT0.948) 5. H M . ... 

3) n irrf«««-*- n- . ^ °* Application (PTO-1 52) 
^ U lnfonT,atK,„ D«closure Statement(s) (PT0.U49) Paper No(s). g) Q Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 04-01 ) 



Office Action Summary 



Part of Paper No. 10 
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DETAILED ACTION 



Claims 1-39 are pending and cuirently under 



examination. 



Election/Restriction 



Restriction to one of the following inventions is required under 35 U.S.C. 121: 



I. Claims 1-39. drawn to a method of non-invasive genetic immunization in an 

animal, classified in class 514, subclass 44. 
n. Claims 1-39, drawn to a method of inducing a systemic immun response to a gene 

product, classified in class 5 1 4, subclass 44. 



The inventions are distinct, each from the other because of the following 



reasons: 



are not 



mvendons I and D are ^related. Inventions a« um^lated if i, can be shown Uiey 
disclosed as capable of use .ogeter and ftey have differen. modes of operation, different 
tactions, or different effects (MPEP 8 806.04, MPEP § 808.01). In the ittstant case the different 
invenUons are dtawn to two diffeten. medtods which result in two materially different outcomes. 
While each requires the administration of a pol^ucleotide, the meatas and affect of expressing 
the polynucleotide in a subject is different. 



t t 
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Because these inventions are distinct for the reasons given above and have acui«i a 
separate status in the art because of a,eir t^ogniz^ divergent subject matter, restriction for 
examination purposes as indicated is proper. 

Additionally, this application contains claims directed to the following patentably 
distinct species of the claimed invention: the claxms set forth specific bacterial vectors to be used 
as set forth in claims 5 and 6. 



Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic cla,m is finally held 
to be allowable. Currently, claims broadly requiring the use of a bacterial vector are generic. 
Dependent claims specifically setting forth specific bacteria or attributes of said bacteria will be 
examined to the extent they encompass the elected 



species. 



Applicant is advised that a reply ,o this requirement must include an identification of the 
species that is elected consonant with this requirement, and a hsting of aU claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims an: generic is considered nomresponsive mUess accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
Claims to additional species which are written in dependem fonn or otherwise include all the 
limitations ofan allowed generic claim as provided by 37 CFR U4I. If claims are added after 
the election, applicant must indicate whtch are readable upon the elected species. MPEP § 
809.02(a). 
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Should applican, .rave^e on tt,e ground ta ,hc species a« no, patentably distinct 
applioan. should submit evidence or iden«fy such evidence now of record showing U,e species to 
be Obvious variants or clearly adn,it on the recotd that .his is the case. In etther instance, if the 
ex^riner finds one of .he inventions unpatentable over d,e prior ar, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of U,e other i 



invention. 



Applicant is reminded tha t upon the cancellation of claims to a non-elected invendnn dre 
inventorship must be amended in comphance with 37 CFR 1.48(b) if one or more of U,e cutrcntly 
named inventors is no ,ong« an inventor of a. least one claim remaining in fl,e application. Any 
amendment of i„.e„,or*ip must be accompanied by a truest under 37 CFR 1 .48(b) and by Ure 
fee required under 37 CFR 1.1 7(i). 



Conclusion 



Any inquiry concerning .his communicadon or earlier communications fl.m d,e examiner 
should be directed to Joseph Woitach whose telephone number is (703)305-3732. 

If anempts to reach the examiner by telephone are unsuccessful, 4e examiner's 
supervisor, Deborah Reynolds, can be reached at (703)305-4051. 

Any inquiry of a general nato or relating to the stat,^ „f .his application should be 
directed to flte Group analyst Dianiece Jacobs whose telephone number is (703) 308-2141. 



Joseph T. Woitach 




